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UNIVERSITY REGULATIONS & PROCEDURES MANUAL

CAVEAT:

THE UNI VERSI TY REGULATI ONS & PROCEDURES MANUAL OF RUTCERS

THE STATE UNI VERSI TY OF NEW JERSEY COVPI LES REGULATI ONS APPROVED
BY THE BOARD OF GOVERNCRS AS WELL AS CERTAI N ADM NI STRATI VE
PROCEDURES. ALL REGULATI ONS AND PROCEDURES ARE SUBJECT TO
AMENDMENT.  TO CONFI RM THE PRESENT STATUS OF A PARTI CULAR
REGULATI ON APPROVED BY THE BOARD OF GOVERNORS, YOU SHOULD CONSULT
THE OFFI CE OF THE SECRETARY. THE STATUS OF PROCEDURES | SSUED BY
AN ADM NI STRATI VE OFFI CE SHOULD BE DETERM NED BY CONSULTI NG THAT
OFFI CE

6/ 22/ 94
UNI VERSI TY REGULATI ONS & PROCEDURES NMANUAL
BOOK 6
SOURCE: Board of Governors SECTION:  6.4.1.
ORI G NALLY APPROVED: 1962 FORMERLY:

LAST REVI SED: 4/ 96

6.4.1. Patent Policy of Rutgers, The State University of New
Jersey. The Patent Policy of Rutgers, The State
University of New Jersey, was adopted by a resolution of
the Board of CGovernors in 1962. It was anended in 1974,
1986 and 1996.

A Scope and Applicability. Rutgers, the State
Uni versity of New Jersey is dedicated to the
principle of service in the public interest, to
excel l ence in education at all levels, and to the
advancenent of know edge through research and
schol arship. Sone know edge can be reduced to
practice as useful inventions that directly benefit
the public. It is the University's intent to nmake
these inventions available to the public at the
earliest possible tine, using nmeans appropriate for a
publicly supported institution to recognize and
reward its inventors and research sponsors as well as
serve its own interests. This policy is designed to
pronmote a spirit of inquiry, encourage creative
activity, and enhance the University's educational
and research missions to benefit the econony of New
Jersey and the public Rutgers serves.

Effective July 1, 1996, this policy shall apply to al
instructional, research and admi nistrative units of the
Uni versity, and to the foll ow ng individuals and
conditions. The persons identified in (1), (2), and (3)
bel ow shall abide by this patent policy as a condition of
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enpl oynment or study.

(1) Al'l University personnel, including but not
limted to nmenbers of the faculty and staff
hol di ng appoi ntnments at or enpl oyed by the
Uni versity, persons hol ding any form of research
appoi ntnent, visiting professors or visiting
scientists with or without salary, undergraduate
and graduate students, graduate assistants,
teachi ng assistants, and post-doctoral fellows.

(2) Al'l other persons with inventions that result in
whole or in part fromuse of University facilities
or resources.

(3) In the event that any person to whomthis policy
shall ordinarily apply is subject to an agreenent
or policy el sewhere under terns which prohibit
assi gnment of patent rights to the University, it
shall be the obligation of that person to so
i nform through his/her academ ¢ superordi nates,
the Vice President for Research before entering
upon a program of study at, entering the
enpl oyment of, accepting any form of support from
or using the facilities of the University. Upon
such notification, the University will enter into
a specific, witten agreenment respecting the
rights and obligations of each involved party in
regard to patentable discoveries. |n the absence
of such witten agreenent, the provisions of this
policy shall apply.

(4) University faculty and staff who have reached an
agreenent with the Ofice of Corporate Liaison
Technol ogy Transfer to pursue inventions not owned
by the University, and in which they have ful

rights. In return for this service, the

i ndividual will be required to assign to the

Uni versity his/her rights to the invention, which
then will be administered as all other inventions

subject to this policy.

B. Requi rement to Disclose and Assign Rights to the
University. This policy shall not be construed so as
to infringe upon the rights of all persons connected
with the University freely to pursue research and
publish the results obtained. However, it is the
obligation of the inventor to disclose his/her
i nvention or discovery, including inprovenments and
reductions to practice, to the University in
accordance with this policy before disclosure is made
of research results by publication or through any
ot her medi um

Hence, any person identified in Section A who conceives
or makes or reduces to practice an invention or discovery
during the course of, or related to his/her University
activities shall pronptly, before he/she discloses the
same to the public and soon enough to permt tinely
filing of a patent application in the United States and
in foreign countries, disclose the invention, discovery,
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i mprovenent, or reduction to practice to the Director of
the O fice of Corporate Liaison and Technol ogy Transfer
or his/her designee. Al persons who are subject to this
policy are required to assign their individual rights to
i nventions, discoveries, inprovenents, and reductions to
practice to the University, including, wthout

limtation, United States and foreign patent rights and
the right to claimpriority under the terns of any

i nternational patent agreenent. In the event that such a
person's invention, discovery, inprovenent or reduction
to practice arises out of an agreenent between the

Uni versity and another party, then that person will be
bound by the terns of that agreenent.

Uni versity enpl oyees shall be m ndful of University
Regul ati ons invol ving Professional Activities Qutside the
Uni versity and Qutside Enpl oynment, as these regul ations
relate to the obligation of enployees to disclose and
assign rights to inventions and discoveries to the
University. University enployees, who as participants in
al | onabl e consulting activities are required to enter
into agreenents concerning intellectual property, my
have these agreenents reviewed by the Director of the

O fice of Corporate Liaison and Technol ogy Transfer to be
certain such agreenents do not inappropriately assign
University rights to third parties. However, this review
is mandated if an agreenent is required of an enpl oyee
for a consulting activity that is related to specific
research conducted at the University or with University
facilities or resources by the enployee or by others
under the enployee's direction. |In no case wll

Uni versity enpl oyees assign to others rights to any

i nvention or discovery which has been conceived or
reduced to practice in whole or in part using University
facilities or resources. This prohibition will apply to
wor k performed under all consulting agreenments, unless
the University is party to an agreenent and has
specifically agreed to such an assi gnnent.

Laborat ory not ebooks and all other docunments pertaining
to research activities are the property of the

Uni versity. These records are necessary for the

Uni versity to docunent an invention or discovery and to
support a related patent application

C. Return or Assignnment of Rights. [|f the University
elects not to file a patent application or otherw se
protect or commercialize information which has been
di sclosed to the University on or follow ng the
effective date of this, the 1996 anmendnent of the

Uni versity Patent Policy, this decision will be
communi cated pronptly to the person who nade the
di scl osure. |f such person, or if any other person

requests that the University pernmit hinfher to file
such a patent application or to have assigned to
hi mf her the University's rights, the University nay,
at its sole discretion and under conditions it deens
appropriate, grant such perm ssion and assign or
license to such person or persons sonme or all of its
rights to such information and to inventions deriving
therefrom |In exercising its discretion, the
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University shall take the following itens into
account: the public interest; the interests of
sponsors, including the provisions contained in an
agreenent with a sponsor executed prior to the
initiation of the research activity which led to this
di scovery; the interests of the inventor and the

Uni versity; and such other considerations as it deens
appropriate. |In every case, the University wll
retain a non-exclusive, royalty-free license to
practice the invention for internal University

pur poses.

If the University elects to contract for outside

eval uation, protection, or conmercialization of a

di scl osure, this decision will be comuni cated pronptly
to the person who nade the di sclosure. Moreover, the
person who nade the disclosure periodically will be
briefed by the Director of the Ofice of Corporate

Li ai son and Technol ogy Transfer on the strategy and
progress of the outside contractor in neeting its

obl i gati ons under the contract.

D. Reservation of Rights in Sponsored Research
Ownership of patents arising fromwork sponsored by
Federal agencies shall be subject to the provisions
of Public Law 96-517, the Bayh-Dol e Act as anended,
ot her applicable law, and the provisions of this
patent policy. The Bayh-Dole Act clearly sets forth
as the objective of Congress the utilization of the
patent systemto "effectuate the transfer of
gover nnment - funded i nventions to the public," and
gives nonprofit institutions a right of first refusa
totitle in inventions resulting fromresearch
perforned with the support of Federal contracts and
grants.

Ownership of patents arising fromwork funded by ot her
external sponsors shall be subject to specific provisions
contained in research proposals and agreenents with those
sponsors whi ch have been executed by an appropriately

aut hori zed individual in accordance with University
regul ati ons.

E. Li censing of Rights to Inventors. Rutgers' faculty,
staff, or student inventors may request a license to
devel op commercially their University-owned
i nventi ons where such licensing will enhance the
transfer of the technology, is consistent with
University obligations to third parties, and does not
i nvolve an inperm ssible conflict of interest.

F. Di stribution of Licensing |Incone.

(1) The University will share with inventors revenue
which it receives on patents according to a
schedul e of distribution designed to recognize the
inventor's creativity, the acadenic unit as an
i nnovati ve environnent, and the adm nistrative
| eadershi p necessary for inventions to be
commerci al i zed successfully. The University
reserves the sole right to enter into licensing
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agreenents concerning i ncome on inventions,

di scoveries, inprovenents, reductions to practice
and related intellectual property that enhance the
m ssion of the University and serve the peopl e of
New Jersey. These agreenents nay include terns,
such as nonexcl usive and royalty-free, which could
i nfluence or even obviate licensing incone. The
Uni versity also may contract for outside patent
managenent, and any share of incone to a patent
managenent organi zation will be deducted before
revenues on patents for distribution are
calculated. Al nonetary consideration received
by the University in exchange for licensing rights
to use an invention which it owns, shall be
subject to the followi ng distribution schedul e:

DI STRI BUTI ON OF RUTGERS' LI CENSI NG | NCOMVE

Step

a. Distribute the first This distribution is in
$5, 000 of Gross recognition of individua
I ncone to the creativity and inventorship.
i nvent or.

b. Then, deduct These expenses include patent
expenses directly filing, prosecution and
assignable to the mai nt enance fees, and
speci fic patent and mar keting and litigation costs
are not paid by a incurred in comrercializing
licensee to arrive and defending the specific
at Net Incone. i nventi on.

C. Distribute Net Incone as indicated bel ow

First $100, 000 Above $100, 000
I nvent or* 25% 28%
Uni versity/ OCLTT 25% 32%
Research Unit** 40% 30%
Depart nent *** 10% 5%
Dean/ Di r ect or -- 5%

*NOTE: The inventor may, at his/her option at the tine of
annual distribution of these funds, deposit in a University
account all or part of the inventor's share to support

hi s/ her research in his/her research unit. The inventor's
personal share shall survive termnation of affiliation with
the University and, in the event of death of the inventor
shal | pass to his/her estate.

**NOTE: Research unit is defined as Bureau, Center
Institute or Departnent in which the research that resulted
in the licensed i nventi on was conducted and funded.

***NOTE: I n some cases the research unit and the departnent

file:/l/E|/webdeals/patentpolicy.txt (5 of 8) [1/23/2001 9:21:47 AM]



file:///E|/webdeals/patentpolicy.txt

are identical. Thus, the distribution could be 500to0 a
single unit.

(2)

In the absence of a specific agreenent to the contrary
filed with the Director of the Ofice of Corporate

Li ai son and Technol ogy Transfer, the University will
distribute licensing income 1) equally anong nmultiple
i nventors, and 2) equally anong all incone-producing
patents covered by a single |license.

Before filing for a patent, the Director of the Ofice
of Corporate Liaison and Technol ogy Transfer will
consult with the inventor and with the Chair/Director
of all units in which the inventor is budgeted or
affiliated to attenpt to determine the relative
contributions of the different units, and precisely
where the research that resulted in the invention was
conducted and funded. The Director will then use this
information to determne the appropriate research unit
and/or departnment to which to distribute licensing

i ncome.

The Director may nodify the distribution of |icensing
incone in the event of newinformation relating to

i nventorship or other extraordi nary circunstances that
require a change in distribution to avoid an

i nequi table result.

The allocations of licensing inconme to research units
and departnents are intended to recogni ze and reward
these units and departnents for providing an
environnment that fosters creativity and inventorship.
However, in using licensing incone, Directors and
Chairs are advised to consider the contributions nmade
by individual faculty menbers to the generation of this
incone. Allocations of licensing incone to research
units and departnents generally will remai n unchanged
shoul d the inventor relocate within or outside the
University, and in the event of death or retirenent of
the inventor. Should a research unit or departnent
receiving licensing income be disestablished, its share
of licensing income will be assigned to the University.

In the case of a patentable discovery made jointly by
Rut gers' personnel and personnel from an external
organi zation or institution or an individual inventor
wi thout institutional affiliation, distribution of
licensing inconme will be governed by the terns of any
contractual agreenent entered into by the University
upon the initiation of the activity which led to the

pat ent abl e di scovery. In the absence of such a
contractual agreenent, the Director of Corporate
Li ai son and Technol ogy Transfer will negotiate an

agreenent concerning the distribution of |icensing
i ncome.

Li censing inconme received on or after the effective
date of this, the 1996 anendnent to the University
Pat ent Policy, fromdisclosures and patents received
prior to the effective date of this, the 1996
amendnent, will be distributed as set forth in

file:/l/E|/webdeals/patentpolicy.txt (6 of 8) [1/23/2001 9:21:47 AM]



file:///E|/webdeals/patentpolicy.txt

Par agraph F(1) above. However, expenses incurred prior
to the effective date of this, the 1996 anendnent, wll
not be deducted unl ess permitted under the previous
policy. |n cases where sone distribution has been nmade
to an inventor under the fornula previously in effect,
but these disbursenments to the inventor are | ess than
$5, 000, the inventor's share of future income wll

first be increased to $5, 000 w thout deduction for
expenses, and incone then will be distributed on a net
basis as set forth in Paragraph F(1) above.

Questions concerning the pattern of distribution of
licensing inconme or requests for an interpretation of
any of the above provisions shall be directed to the
Vice President for Research, who may consult with the
Research Advi sory Board, or the Patent Policy Advisory
Conmittee of the Board.

G Equity Hol dings. The University has the right, at its
sol e discretion and under conditions it deens
appropriate, to enter into agreenents involving equity.
The terns of agreenent involving equity and the
distribution of incone on equity will be negotiated by
the Director of the Ofice of Corporate Liaison and
Technol ogy Transfer for review and approval by the Vice
President for Research and the Senior Vice President
and Treasurer, or their designees.

H. Pat ent Policy Advisory Comrittee. The Research
Advi sory Board will, as and if necessary, establish and
appoi nt a Patent Policy Advisory Conmittee of the
Board. It shall be the responsibility of this
Conmittee to advise the Vice President for Research on
the interpretation and enforcenent of this policy,
anmendnents to this policy, the resolution of disputes
on patent matters including inventorship and ownership,
and such other matters as the Vice President for
Research nmay deem appropri ate.

The Vice President for Research shall have final and binding
authority to interpret and enforce this patent policy, and
to resol ve any disputes under this policy.

Ti mel i ness of Decisions. The University shall make
every reasonable effort to act expeditiously under the
circunstances in arriving at all decisions under this
policy. Fromthe time of disclosure, inventors wll
work in close collaboration with an assigned patent
admi nistrator who will nonitor progress of the

i nvention through the University process. Under nornal
ci rcunstances an inventor can expect an initial
response to a disclosure fromthe adninistrator within
60 days. Appeals for action on a basis of tineliness
may be made as needed by the inventor.

Note 1: Under a policy adopted by the Research Advisory Board in
Decenber 1975 and approved by the Ofice of the President, in the
case of industrially-sponsored research the University and the
Principal Investigator nay agree in advance to assign patent
rights to the sponsor in exchange for a "prem unt indirect cost
rate which is calculated at approximately doubl e the nornal
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indirect cost rate. In such cases, the entire nonetary

di fference between the normal and the premiumrates is
distributed to the research unit and/or departnent in which the
research i s conducted and funded, and in which the Principal

I nvestigator holds his/her appointnent.

Note 2: Under a definition adopted by the Patent Policy Advisory
Committee of the Research Advisory Board in June 1996 and
approved by the Vice President for Research, Research Unit

as used in Section F., Distribution of Licensing Income, wll
include all duly constituted centers, such as, but not limted to,
the Center for Advanced Food Technol ogy and the Center for

Bi omateri al s and Medi cal Devices, which obtain outside funding
that is distributed in support of research nanaged by center
personnel and perfornmed by teans of researchers who are
affiliates of the centers in various departnents.

**xx*x* END OF SECTION 6.4. 1. *****
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